United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



I0/527.3K3 



FILING DATE 



03/11/2005 



37526 7590 11/10/2009 

RADER, FISHMAN & GRAUER PLLC 
10653 SOUTH RIVER FRONT PARKWAY 
SUITE 150 

SOUTH JORDAN, UT 84095 



FIRST NAMED INVENTOR 



Stephen D. Newman 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



REYNOLDS, STEVEN ALAN 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/527,383 


Applicant(s) 

NEWMAN ET AL. 


Examiner 

Steven Reynolds 


Art Unit 

3728 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/22/2009 has been entered. 

Election/Restrictions 

2. Upon further consideration of the claims, Claim 99 is directed toward the subject 
matter shown in Fig. 27A, which corresponds to Non-elected Species 1 1 . Claim 99 is 
hereby withdrawn from consideration as being directed to a non-elected species. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 77 and 85 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Artis (US 5,699,900). Regarding claim 77, Artis discloses a reusable holder (10) for 
contact lens cases comprising: a base (base portion 10 in Fig. 1); one or more 
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receptacles (opening/cavity 12 is considered a receptacle) formed in said base 
configured to receive a contact lens case (holder 34 is considered a contact lens case 
as it at least partially encases a contact lens); and a time keeping device (counter 40); 
wherein the time keeping device comprises an indicator for each one or more 
receptacles that can indicate a period of time that has elapsed since the contact lens 
case currently in the receptacle was placed therein to denote a need to discard said 
contact lens case and a contact lens associated with said contact lens case; wherein 
said one or more receptacles configured to receive a contact lens case includes: a 
contact lens case engagement surface (threaded surface at 12 - See Fig. 1) formed on 
said one or more receptacles configured to lock said contact lens case in said one or 
more receptacles; and an actuator (button 42) formed in said base, wherein said 
actuator is configured to be triggered and reset said time keeping device when a contact 
lens case is received in said one or more receptacles, further comprising at least one 
contact lens case (34); wherein the contact lens case comprises a bottom member (38) 
having a fluid retaining well with a generally concave shape; wherein the contact lens 
case has a top (20) and a bottom (39); and wherein the bottom of the contact lens case 
is placed in the receptacle and then rotated 90 degrees to snap the bottom of the case 
into the receptacle (when the contact lens case is placed on the base 10, the cap can 
be rotated 90 degrees to engage the threads on the base). 

Regarding claim 85, Artis discloses a reusable holder for contact lens cases 
comprising: a base (base portion 10 - See Fig. 1); one or more receptacles 
(opening/cavity 12 is considered a receptacle) get formed in said base configured to 



Application/Control Number: 10/527,383 Page 4 

Art Unit: 3728 

receive a contact lens case (holder 34 is considered a contact lens case); and a time 
keeping device (counter 40); wherein the time keeping device comprises an indicator for 
each one or more receptacles that can indicate a period of time that has elapsed since 
the contact lens case currently in the receptacle was placed therein to denote a need to 
discard said contact lens case and a contact lens associated with said contact lens 
case; wherein said one or more receptacles configured to receive a contact lens case 
includes: a contact lens case engagement surface (threaded surface at 12 - See Fig. 1) 
formed on said one or more receptacles configured to lock said contact lens case in 
said one or more receptacles; and an actuator (button 42) formed in said base, wherein 
said actuator is configured to be triggered and reset said time keeping device when a 
contact lens case is received in said one or more receptacles; wherein said actuator 
comprises a mechanically actuated timer reset switch disposed in said one or more 
receptacles; and wherein said mechanical timer reset switch is configured to engage a 
surface of a contact lens case being inserted into said receptacle and automatically 
reset the time keeping device when a contact lens case is inserted into the receptacle. 



Response to Arguments 

5. Applicant's arguments filed 10/22/2009 have been fully considered but they are 
not persuasive. Applicant argues that the holder 34 of Artis does not encase the lenses, 
therefore can not be considered a contact lens case. Contrary to Applicant's argument, 
the term "case" does not limit the element to have to fully encase the article in which it 
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holds. The holder 34 can be considered a case as it at least partially encases/holds the 
article(s) between uses. 

Applicant argues that counter 40 of Artis is not a time indicator. Contrary to 
Applicant's argument, the counter 40 of Artis can be considered a time keeping device 
as it keeps track of the number of times the device was used; and for example, if the 
user used the device at the same time each day, the counter could indicate the number 
of days/hours the device was used. 

Applicant argues that Artis fails to teach an actuator that automatically resets 
each time a contact lens case is received. Contrary to Applicant's argument, the device 
of Artis is considered to "reset" each time the contact lens case is received as the 
counter is reset to the next number each time it is received therein. The term "reset' 
does not limit the time keeping device to reset to zero. 

Applicant argues that Artis fails to teach a contact lens case having a fluid 
retaining well. Contrary to Applicant's argument, the cavity between baskets 36 and 38 
of Artis can be considered a fluid retaining well as the cavity retains fluid when element 
34 is disposed within the receptacle 10. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Reynolds whose telephone number is (571)272- 
9959. The examiner can normally be reached on Monday-Friday 9:30am - 4:30pm. 



Application/Control Number: 10/527,383 Page 6 

Art Unit: 3728 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571 )272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IS. R.l 

Examiner, Art Unit 3728 



/Mickey Yu/ 

Supervisory Patent Examiner, Art 
Unit 3728 



